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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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DETAILED ACTION 
Double Patenting 

1 . Applicant is advised that should claim 9 be found allowable, claim 19 will be 
objected to under 37 CFR 1.75 as being a substantial duplicate thereof. When two 
claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 

Claim Objections 

2. Claim 5 is objected to because of the following informalities: Claim 5 recites, 
"whereby S indicates..." This is a grammatical error and should read, "wherein S 
indicates...". Appropriate correction is required. 

Claim Rejections - 35 USC § 102 and 103 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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3. Claims 1-8 and 13-18 are rejected under 35 U.S.C. 102(a) as being anticipated 
by Schlensker et al. WO 02/38247 A1 (US 6 936 084 for English translation). 

Regarding claim 1 , Schlensker teaches a filter cartridge with a filter material, 
comprising: a cartridge container (20) with a bottom wall (22) and a peripheral wall and 
a lid (24), comprised of a lid bottom and a strip-shaped lateral wall having a linear 
vertical cross section, with a form matching according to its border, which is fitted at the 
inner side of the peripheral wall, whereby the lid bottom merges with the lateral wall in 
the direction of the peripheral wall along an inward curved edge section, whereby the 
curved edge section and the lateral wall join in a common wall section, tapering 
inwards, in a forming region, wherein a lower end of the common wall section is parallel 
to the cartridge container peripheral wall adjacent thereto, and wherein the lateral wall 
has an upper wall section which extends upward from the common wall section that is 
parallel to the common wall section lower end and cartridge container peripheral wall 
adjacent thereto (fig. 1). 

Regarding claims 2-4, 6-8 and 16-18, Schlensker further teaches the lateral wall 
is connected with the curved edge section tangentially (fig. 1); the common wall section 
forms a lower wall section of the lateral wall that includes the lower end (fig. 1); the 
curved edge section extends up to the inner end of the strip-shaped lateral wall (fig. 1); 
the curved edge section spans an angle from 80 to 100 degrees (fig. 1); the lateral wall 
upper wall section extends upward from the common wall section at least up to the 
height of the lid bottom (fig. 1); and wherein the upper wall section of the lateral wall and 
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the curved edge section border on their outer side forming a ring space with a wedge 
shaped cross section (fig. 1). 

4. Claims 13 and 14 are rejected under 35 U.S.C. 102(a) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Schlensker '247. Schlensker 

teaches at least one section of the common wall section is joined with the peripheral 

\ 

wall (fig. 1). "[EJven though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability 
of a product does not depend on its method of production. If the product in the product- 
by-process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe , 227 USDQ 964 (1985). 

5. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schlensker '247. Regarding claim 5, Schlensker teaches the filter cartridge but does 
not teach the claimed dimensional relationship of the curve of radius and the peripheral 
wall thickness. [WJhere the only difference between the prior art and the claims was a 
recitation of relative dimensions of the claimed device and a device having the claimed 
relative dimensions would not perform differently than the prior art device, the claimed 
device was not patentably distinct from the prior art device, Gardner v. TEC Systems, 
Inc., 220 USPQ 777 (1984). 

6. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schlensker '247 in view of Gizowski et al. US 2001/0000894 A1 . Schlensker teaches 
the filter cartridge of claim 1 but does not teach the material of the cartridge is 



t 

Application/Control Number: 10/520,733 Page 5 

Art Unit: 1723 

transparent to laser light. Gizowski teaches the material of the cartridge container is 
transparent to laser light and at least the material of the lateral wall of the lid is 

■ 

absorptive to laser light (paragraph 3). It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to use the materials as taught by 
Gizowski because it enables increase manufacturing rates and provides a higher quality 
fluid seal (paragraph 7). 

7. Claims 9, 10, 19 and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Schlensker '247 in view of Stifano US 4 109 820. 

Regarding claims 9 and 19, Schlensker teaches the filter cartridge but does not 
teach the structure of the back up ring. Stifano teaches a cartridge having a lid further 
comprising a back up ring arranged on the lid, the back up ring has an inner wall 
comprising a ring opening (25) an outer lateral wall in contact with the lid lateral wall and 
a plurality of radial reinforcing ribs (14) extending between the back up ring inner wall 
and the back up ring outer lateral wall (fig. 5). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to use the back up ring of 
Stifano because the ring redirects the pressure within the container to the walls and 
makes a stronger seal (col. 3, lines 46-56). 

Regarding claim 1 0, Stifano further teaches at least a bottom contour of the back 
up ring is connected to the back up ring inner wall and the back up ring outer lateral wall 
and is built such that the bottom contour is complementary to an outer contour of the lid 
(fig. 6). 
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Regarding claim 21, Schlensker further teaches the lid includes a connecting 
tube at its center and Stifano also teaches the lid including a connecting tube (25) 
accessible through the ring opening of the back up ring (Schlensker (fig. 1), Stifano (fig. 

6)). 

Response to Arguments 

8. Applicant's arguments filed 6/12/07 have been fully considered but they are not 
persuasive. Regarding claim 1 , applicant has argued the lateral wall section of 
Schlinsker does not have a linear cross section. The lateral wall of Schlensker has a 
radially outermost portion that has a linear cross section. Applicant has also argued 
Schlensker does not teach the upper lateral wall is parallel to the common wall section 
lower end and cartridge container peripheral wall adjacent thereto. The upper later wall 
of Schlensker extends upward from the lid away from the container bottom wall and is 
parallel to the wall of the container and the common wall section below it as shown by 
the cross hatching in figure 1. Regarding claim 2, the curved edge section curves 
completely at 90 degrees before it connects with the lateral wall section and therefore it 
is connected tangentially as shown in figure 1 . 

Applicant's arguments with respect to claims 5, 9, 10 and 19 have been 
considered but are moot in view of the new ground(s) of rejection. 

Allowable Subject Matter 

9. Claims 1 1 , 12, 20 and 22 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Benjamin Kurtz whose telephone number is 571-272- 
821 1 . The examiner can normally be reached on Monday through Friday 8:00am to 
4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Sample can be reached on 571-272-1376. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Benjamin Kurtz 
Patent Examiner 
Art Unit 1723 

8/14/07 
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